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Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

2. Claims 1-4, 12-15, 21 - 24, 27, 28, 30-35, and 38-40, 
rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harada (US 2003/0135376) in view of Strickland (US 5,933,487). 

Regarding claims 1, 21 - 24, 3 8-40, Harada teaches an 
interface (fig. 4 box 103) for enabling communication with a 
remote entity (fig. 4 box 110) via a network (fig. 4 box 106) . 

Harada teaches a control entity (fig. 4 box 105) in Harada 
teaches communication with said interface and operative to: 
establish a packet -switched connection with the remote entity 
through the network (mobile switching center 103 sends a packet 
of a termination request through IP network, having received 
packet termination request, mobile switching center 107 sends 
termination request to mobile terminal 110, [0053]). 



Application/Control Number: 10/682,070 Page 3 

Art Unit: 2616 

Harada teaches negotiate with the remote entity into a 
codec-bypass mode of operation (mobile terminal 110 sends 
termination acknowledgement containing codec list, [0053] , 
mobile switching center 107 sends a packet of a codec type to 
mobile switching center 103, [0054], codec 102 of mobile 101 has 
received codec control request, [0055] , communications between 
terminals 101, 101 according to the bypass connection are 
started, [0058] ) . 

Harada is silent on using in-band signaling. 

Strickland, like Harada teaches call setup in a mobile 
environment, furthermore, the reference teaches in-band 
signaling (inband signals, mobile switching center, remote, call 
setup, abstract) . 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of Harada by negotiating 
with the remote entity to establish a codec -bypass mode using 
in-band signaling, as suggested by Strickland. This modification 
can be performed in software. This modification would benefit 
the system since in-band signaling is a proven, reliable, 
bandwidth efficient method of transporting signaling 
information. 



Application/Control Number: 10/682,070 Page 4 

Art Unit: 2616 

Regarding claims 2 and 30, the control entity being 
operative to exchange control information over said connection 
(Harada: mobile switching center 103 sends a packet of a 
termination request through IP network, having received packet 
termination request containing codec type list, mobile switching 
center 107 sends termination request containing a codec type 
list to mobile terminal 110, [0053]). The examiner corresponds 
the applicant's control information to the codec type list of 
the reference. 

Regarding claims 3 and 31, the connection carries call 
setup information exchanged between the data communication 
apparatus and the remote entity (Harada: communications between 
terminals started, [0058] ) , 

Regarding claims 4 and 32, the control information and the 
call setup information are exchanged asynchronously to one 
another. See claims 2 and 3: note the setup occurs after the 
control information / codec type list, is sent. 

Regarding claims 12 and 33, the connection carries audio 
information exchanged between the data communication apparatus 
and the remote entity (Harada: [0002]). 



Application/Control Number: 10/682,070 Page 5 

Art Unit: 2616 

Regarding claims 13 and 34, the control information and the 
audio information are exchanged asynchronously to one another, 
(codec type list to mobile terminal 110, [0053], communications 
started, [0058] ) . Note, first the control information / codec 
type list, is transmitted and then the audio information begins. 

Regarding claim 14, the control entity is further operative 
to exchange compressed audio information with the remote entity 
after successful negotiation of the entry into the codec-bypass 
mode of operation (Harada: speech, [0002], signals compressed 
and expanded / expanded, twice, [0011]). Note, compression takes 
place at the mobiles. 

Regarding claim 15, the control entity is further operative 
to exchange the compressed audio information over said 
connection (Harada: speech, [0002], signals compressed and 
expanded / expanded, twice, [0011]). 

Regarding claim 27, the control entity being adapted to use 
in-band signaling to negotiate entry of the data communication 
apparatus into a codec-bypass mode of operation (Strickland: 
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inband signals, mobile switching center, remote, call setup, 
abstract) . 

Regarding claim 28, the control entity being adapted to use 
in-band signaling (Strickland: inband signals, mobile switching 
center, remote, call setup, abstract) to negotiate codec 
selection at the data communication apparatus and at the remote 
access network (Harada: mobile switching center 103 sends a 
packet of a termination request through IP network, having 
received packet termination request, mobile switching center 107 
sends termination request to mobile terminal 110, [0053]). 

Regarding claim 35, the data communication apparatus being 
an access network controller (fig. 4 box 103, 105) . Note, the 
MSG provides access to the IP network (fig. 4 box 106) . 

3. Claims 41 and 42 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Harada in view of Strickland and 
Alperovich (US 6,600,738). 

Regarding claim 41, Harada teaches an interface (fig. 4 box 
103) for enabling communication with a remote entity (fig. 4 box 
110) via a network (fig. 4 box 106) . 
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Harada teaches a control entity (fig. 4 box 105). in Harada 
teaches communication with said interface and operative to: 
establish a packet -switched connection with the remote entity 
through the network (mobile switching center 103 sends a packet 
of a termination request through IP network, having received 
packet termination request, mobile switching center 107 sends 
termination request to mobile terminal 110, [0053]). 

Harada teaches negotiate with the remote entity into a 
codec-bypass mode of operation and successful negotiation of 
entry into the codec-bypass mode of operation (mobile terminal 
110 sends termination acknowledgement containing codec list, 
[0053], mobile switching center 107 sends a packet of a codec 
type to mobile switching center 103, [0054], codec 102 of mobile 
101 has received codec control request, [0055] , communications 
between terminals 101, 101 according to the bypass connection 
are started, [0058].) . 

Harada is silent on using in-band signaling. 

Strickland, like Harada teaches call setup in a mobile 
environment, furthermore, the reference teaches in-band 
signaling (inband signals, mobile switching center, remote, call 
setup, abstract) . 

Therefore it would have been obvious to one of ordinary 
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skill in the art, to modify the system of Harada by negotiating 
with the remote entity to establish a codec-bypass mode using 
in-band signaling, as suggested by Strickland. This modification 
can be performed in software. This modification would benefit 
the system since in-band signaling is a proven, reliable, 
bandwidth efficient method of transporting signaling 
information. 

The combination is silent on forwarding compressed audio 
information received from the first entity to the second entity 
and forward compressed audio information received from the 
second entity to the first entity. 

Alperovich teaches forwarding compressed audio information 
received from the first entity to the second entity and forward 
compressed audio information received from the second entity to 
the first entity (mobile station, compressing, decompressing, 
voice, col. 3 lines 52-55). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
installing the codec of Alperovich in the mobiles of the 
combination, as shown by Alperovich. This modification would 
benefit the system by enabling the mobile to compress the audio. 
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Regarding claim 42, the data communication apparatus being 
a gateway (fig. 4 box 105) . Note, the MSG provides access to the 
IP network (fig. 4 box 106) . 

4. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada and Strickland as 
applied to claim 3 above, and further in view of Alperovich. 

Regarding claim 5, in addition to the limitations 
previously addressed, the combination teaches the control entity 
is further operative to exchange information with the remote 
entity after successful negotiation of the entry into the codec- 
bypass mode of operation (Harada: [0058]). 

Although the combination teaches the codec-bypass mode, the 
combination is silent on compressed audio information. 

Alperovich teaches compressed audio information (mobile 
station, compressing, decompressing, voice, col. 3 lines 52-55). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
installing the codec of Alperovich in the mobiles of the 
combination, as shown by Alperovich. This modification would 
benefit the system by enabling the mobile to compress the audio. 
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Regarding claim 6, the control entity is further operative 
to exchange the compressed audio information over said 
connection (Alperovich: mobile station, compressing, 
decompressing, voice, col. 3 lines 52-55). 

5. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada, Strickland, and 
Alperovich as applied to claim 5 above, and further in view of 
Cao (US 6,721,269) . 

Regarding claim 7, although the combination teaches 
exchanging the compressed audio information, the combination is 
silent on establish a second connection with the remote entity 
through the network. 

Cao teaches establish a second connection with the remote 
entity through the network (establish a plurality of paths 
between source and destination, col. 4 lines 41-48) . 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
establish a second connection with the remote entity through the 
network, as shown by Cao. This modification can be performed in 
according to the teachings of Cao. This modification would 
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benefit the system by having a backup path in the event of 
failure (Cao: col. 4 lines 41-48). 

Regarding claim 8, control entity is further operative to 
suspend the exchange of audio information over the first 
connection (Cao: failure, a secondary path is selected as the 
new primary path, col. 4 lines 41-48) . 

6. Claim 9 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada, Strickland, 
Alperovich, and Cao as applied to claim 7 above, and further in 
view of Cruz (US 20060046658) . 

Although the combination teaches a second connection for 
exchanging compressed audio information, the combination is 
silent on control entity is further operative to exchange the 
compressed audio information over said second connection while 
continuing the exchange of audio information over the first 
connection. 

Cruz teaches simultaneously exchanging information over 
both the first and second connections (support high traffic 
loads, activates a large number of links simultaneously, 
[0105] ) . 

Therefore it would have been obvious to one of ordinary 
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skill in the art, to modify the system of the combination by 
simultaneously transmitting compressed audio information over 
both connections simultaneously, as suggested by Cruz. This 
modification can be performed according to the teachings of 
Cruz. This modification would benefit the system in high traffic 
load conditions. 

7. Claims 10, 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada, Strickland, 
Alperovich, Cao and Cruz as applied to claim 9 above, and 
further in view of . Zerbe (US 6,985,530). 

Regarding claim 19, the combination is silent on the audio 
information exchanged over the first connection is in an 
uncompressed format. 

Zerbe teaches transmitting over a connection in an 
uncompressed format (col. 2 lines 14-18). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
transmitting data over the first connection in an uncompressed 
format, as shown by Zerbe. This modification would benefit the 
system since the received data can be read immediately without 
the need for decompression. 
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Regarding claim 11, a codec (fig. 4 box 103, 109) for 
decompressing compressed audio information destined for the 
remote entity via the first connection and compressing 
decompressed audio information received from the remote entity 
via the first connection (Harada: signals compressed and 
expanded / expanded, twice, [0011]). Note, in this context, 
expanded is equivalent to decompressed. 

8. Claims 16 and 17 is rejected under 35 U.S.C. 103(a) as 
being unpatentable over the combination of Harada and Strickland 
as applied to claim 14 above, and further in view of Cao (US 
6,721,269) . 

Regarding claim 16, although the combination teaches 
exchanging the compressed audio information, the combination is 
silent on establish a second connection with the remote entity 
through the network. 

Cao teaches establish a second connection with the remote 
entity through the. network (establish a plurality of paths 
between source and destination, col. 4 lines 41-48). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
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establish a second connection with the remote entity through the 
network, as shown by Cao. This modification can be performed in 
according to the teachings of Cao. This modification would 
benefit the system by having a backup path in the event of 
failure (Cao: col. 4 lines 41-48). 

Regarding claim 17, control entity is further operative, to 
suspend the exchange of audio information over the first 
connection (Cao: failure, a secondary path is selected as the 
new primary path, col. 4 lines 41-48). 

9. Claim 18 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada, Strickland, and Cao 
as applied to claim 16 above, and further in view of Cruz (US 
20060046658) . 

Regarding claim 18, although the combination teaches a 
second connection for exchanging compressed audio information, 
the combination is silent on control entity is further operative 
to exchange the compressed audio information over said second 
connection while continuing the exchange of audio information 
over the first connection. 

Cruz teaches simultaneously exchanging information over 
both the first and second connections (support high traffic 
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loads, activates a large number of links simultaneously, 
[0105] ) . 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
simultaneously transmitting compressed audio information over 
both connections simultaneously, as suggested by Cruz. This 
modification can be performed according to the teachings of 
Cruz. This modification would benefit the system in high traffic 
load conditions. 

10. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the combination of Harada, Strickland, 
Cao and Cruz as applied to claim 18 above, and further in view 
of Zerbe {US 6,985,530). 

Regarding claim 19, the combination is silent on the audio 
information exchanged over the first connection is in an 
uncompressed format . 

Zerbe teaches transmitting over a connection in an 
uncompressed format (col. 2 lines 14-18). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
transmitting data over the first connection in an uncompressed 
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format, as shown by Zerbe. This modification would benefit the 
system since the received data can be read immediately without 
the need for decompression. 

Regarding claim 20, a codec (fig. 4 box 103, 109) for 
decompressing compressed audio information destined for the 
remote entity via the first connection and compressing 
decompressed audio information received from the remote entity 
via the first connection (Harada: signals compressed and 
expanded / expanded, twice, [0011]). Note, in this context, 
expanded is equivalent to decompressed. 

11. Claim 25 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada and Strickland as 
applied to claim 24 above, and further in view of Xu (US 
6,885,638) . 

, Regarding claim 25, the combination is silent on the 
control entity being adapted to use in-band signaling to 
coordinate power control for the connection. 

Xu teaches in-band signaling to coordinate power control 
for the connection (col. 1 lines 61-67). 
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Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
transmitting power control messages in-band, as shown by Xu. 
This modification can be performed in software. This 
modification would benefit the system since in-band signaling is 
an efficient use of bandwidth. 

12. Claim 26 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada and Strickland as 
applied to claim 24 above, and further in view of Aiello (US 
20030072273) . 

Regarding claim 26, the combination is silent on the 
control entity being adapted to use in-band signaling to 
coordinate link adaptation for the connection. 

Aiello teaches in-band signaling to coordinate link 
adaptation for the • connection ([0050]). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by in- 
band signaling to coordinate link adaptation for the connection, 
as shown by Aiello. This modification can be performed according 
to the teachings of Aiello. This modification would benefit the 
system since in-band signaling is an efficient use of bandwidth. 
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13. Claim 29 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada and Strickland as 
applied to claim 24 above, and further in view of Henderson (US 
6,353,666) . 

Regarding claim 29, the combination is silent the control 
entity being adapted to use in-band signaling to negotiate audio 
quality enhancement of the connection. 

Henderson teaches the control entity being adapted to use. 
in-band signaling to negotiate audio quality enhancement of the 
connection (col. 8 lines 49-51). 

Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
the control entity being adapted to use in-band signaling to 
negotiate audio quality enhancement of the connection, as shown 
by Henderson. This modification can be performed according to 
the teachings of Henderson. This modification would benefit the 
system since in-band signaling is an efficient use of bandwidth. 

14. Claim 36 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Harada and Strickland as 
applied to claim 24 above, and further in view of Hellwig (US 
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2004/0100914) . 

Although the combination teaches in-band signaling, the 
combination is silent on the ''lu" user plane protocol. 

Hellwig teaches the ''lu" user plane protocol ([0002]), 
Therefore it would have been obvious to one of ordinary 
skill in the art, to modify the system of the combination by 
establishing connections between the MSCs and IP network 
(Harada: fig. 4 boxes 103, 106, 107) according to the ''lu'' user 
plane protocol, as suggested by Hellwig. This modification can 
be performed according to the 3GPP (Hellwig: [0002]). This 
modification would benefit the system by making it compatible 
with 3GPP. 



Allowable Subject Matter 

15. -Claim 37 is objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims. 
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Conclusion 

16. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Ronald 
Abelson whose telephone number is (571) 272-3165. The examiner 
can normally be reached on M-F. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Chi Pham can be reached 
on (571) 272-3179. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 
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